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REMARKS 

Claims I - 7, 9 - 1 8 and 20 - 27 pending in rhis applicarion. 

Applicant, applicant's represemaiion Dexier Chang, Reg. No. 44,071, and the Examiner 
conducted a telephone interview on July 29, 2005. Applicant and Mr. Chang thank the Examiner 
for his lime in panicipating in this imerview. 
35 U,S.C. § n2{a) Objection to the Specification 

The Examiner objected to the amendments to the specification in appHcant*s January 18, 
2005 response under 35 U.S.C. § 132(a) for allegedly introducing new matter. Applicant 
respectfully traverses ihe Examiner's objection. 

The Examiner objected to applicants correction of Figs. 4a-4d and their corresponding 

description on pages 12-15 of the specification. Specifically, the Examiner assened that ''a hst 

of operators [being] updated after a selection of an initial item entry" is new matter not supported 

by the original disclosure, and ihat the original disclosure only supported "updating the list of 

operators after a second term is selected, wherein the second item is selected after the initial item 

and an operator are selected" Page 2, lines 12-13 of the Office Action. 

An amendTneni lo correct an obvious error does not constitute new matter where one stalled in the 
an would not only recognize the existence of error in the sptrcification, but also the appropriate 
corrcciion. In a/«,443 F 2d 1200, 170 USPQ 268 (CCPA 1971). 

The Examiner has acknowledged that the original disclosure provides for "updating" the 
list of operators in response to a user's selection. Applicant respectfully submits that one skilled 
in the art would ascenain that "updating" a user's choices, including a list of operators, in 
response to a user's selection of an entry item is adequately described in the original 
disclosure — see, e.g.. Fig. 6 and the con-espondmg descnption of the specification — such that it 
would be inconsistent not to update the list of operators after a user selects an item. Applicant 
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realized that the illustrmive embodimcm described in Figs, 44-4d contained an inconsistency in 
deraonstraung this feature of the claimed invemion and amended the specification and figures in 
a good faith effort to clarify the claimed inveniion. It is respectfully submitted that one skilled in 
the an would recogni2e ihjs inconsistency and the appropiiaie correction made by the applicant 
in The above January ]8, 2005 Response. 

M,P-E,P. 2163.07(a) Inherent Function, Theory, or A4v»nt^ge 

^'By di5closmg m a paienl application a device ihat inherently performs a function or has a 
property, operates according lo a theory or has an advantage, a paient applicarian necessarily 
discloses that funcuon, theory or advantage, even though it says nothmg exphcit concerning ii. 
The application may l^xtr be amended to recite the function, theory or advantage without 
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In fact, the Examiner, m his § 103 prior art rejection discussed below, cited U.S. Patent 
No. 5,963,938 to Wilson et al. as describing "updating (logical) operators to limited possible 
operators based on a selected (initial) aiiribme or (initial) entry." Page 5, lines 7-8 of the Office 
Action. Hence, the Examiner has explicitly acknowledged rhat updating logical operators based 
on an initial entry is known to the skilled artisan. It would be inconsistent and facetious to assert 
this feature to be available to the skilled anisan in a prior art rejection, but concurrently 
unavailable to the same skilled anisan when reading the original disclosure that clearly describes 
updating a list of operators in response to a user entry. 

In view of the above remarks, applicant respectfully requests that the Examiner withdraw 
the § 1 32(a) obj eclion to the specification. 
35 U.S.C. SI 12 Rejection 

Claims I -7, 9-18, and 20-27 stand rejected under the second paragraph of 35 U.S.C, § 
1 12, firsT paragraph, as failing to comply with the enablement requirement. Specifically, the 
Examiner found that the claimed feature of "updating the list of operators after the initial item 
entry is selected" was not described in the specification in such a way to enable one skilled in the 
art to make and/or use the invention. Applicant respectfully traverses the rejection. 

M.P-E.P. 21 64.0 J (b) How to Mnke the Claimed Invention 

"Aa long ati the specificanon discloses at least one merhod for tnaking and using the claimed 
invention xhai bears a reasonable corrrlanon ro the entire scope of The claim, then the enablemem 
reqairennepiof35 US.C. 112 is sausfied. /w re'/';V/2«r,427 f,2d 833, 839, 166 USPQ 18,24 
(CCPa 1970) Failure to disclose other methods by which ihc claimed invention may be made 
does noi render a claw mvajid under 35 U.S.C. 1 12. Sptrctra-fhysics. Jnc v. Cohtreni. Inc ^ 827 
F2d 1524, 1533, 3 USPQ2d 1737, 1743 (Fed. Cir.), Oirt. denied, 484 U,S. 954 (1987),„ A key 
issue ibai can arise when determmmg whether the specification is enabhng is whether the sianing 
materials or apparams necessary to make the invention are available." (Emphasis added) 

As discussed above, "updating" the list of operators after an item entry is adequately 
described in the original disclosure. The "updating" of ihe list of operators after a second item 
operates under the same general principle, and is, therefore, reasonably correlated to an 
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•'updating" after an initial iiem. As such, one skilled in the an would be able to make and use the 
invention, including *'updaiini^" the list of operators after a user's initial item entry, by reading 
the original disclosure. 

M.P,E-P- 2164-02 Working Example 

^Thc presence of only one working example should never be ihe sole reason for rejecting claims 
as being broader ihan the enabling disclosure, even ihough ii is a facior lo be considered along 
ivith all the other factors. To make a valid rejecnon, one must evaluate all the facis and evidence 
and state why one would noi cxpeci lo be able to extrapolate ihat one example across ihe entire 
scope of ihe claims," 

Applicant respectfiilly submits that one skilled in the art would be able to extrapolate 
from the working examples described in the original disclosure lo include "^updating" The list of 
operators after an initial item. 

In fact, the Examiner, in his § 103 prior an rejection discussed below, cited U.S, Patent 
No. 5,963,938 to Wilson et al. as describing "updating (logical) operators to limited possible 
operators based on a selected (initial) attribute or (iniual) entry." Page 5, lines 7-8 of the Office 
Action. Hence, the Examiner has explicitly acknowledged that updating logical operators based 
on an initial entry is known to the skilled artisan. It would be inconsistent and facetious to assen 
this feature to be available to the skilled artisan in a prior art rejection, but concmrently 
unavailable to the same skilled anisan in an enablement rejection. 

In view of the above remarks, applicant respectfully requests that the Examiner withdraw 
this rejection, 

35 U.S,C. § 103 Rejection 

Clamis 1-7, 9. 1 1 - 18 and 20-27 are rejected under 35 U.S.C. §l03(a) as being 
unpatentable over U.S. Patent 6,374,275 to Wasilewski in view of **A unified approach to 
automatic indexing and information retrieval" by Ginsberg. Wilson et al., and U.S. Patent 
6,006,225 to Bowman et al. Claim 10 is rejected under 35 U.S.C. §l03(a) as being unpatentable 
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over Wasilewski in view of Ginsberg, Wilson et ah. Bowman et al. U.S, Patent 5,995,982 ro 
Carey et al. Applicant respectfully traverstis these rejections. 
Independent claim 1 recites: 

^1, A method for displaying ihe progress and results of a database search until a 
desired result is displayed, said tnethod comprising the steps of: 

a. displaying a sei of entnes from a database and a set of operators, wherein ones 
of said displayed set of entries and ones of said displayed set of operators may be 
selected to form a database search query for producing valid results 

b. selecting an mitial entry of said displayed set of entries; 

c. displaying a set of valid results ftom a query based on said selected entry; 

d. updating said set of displayed operators based on said selected entry, wherein 
said updated set of displayed operators includes only those operators from the set 
of operators that may be combined in a query wub the selected entry and at least 
one of the set of entries from the database to produce at least one valid result; 

e. selecting an operator from the updated displayed set of operators; 

f updannp said displayed set of entries in response to the selected operator, 
wherein said updated displayed set of entries includes only those entries from the 
database that may be combined in a query with the selected entry and the selected 
operator to produce at least one vaJid result; 

g. selecting one of said updated displayed set of entries; 

h. updatmg said displayed set of valid resuUs according to a query based on ihe 
selected entries and the selected operator, and 

i. while said displayed set of valid resuhs is not the desired resuh, repeating steps 
d, through h., based on all previously selected entnes and operators, to select an 
additional operator and an additional entry for the database search query, and to 
update said displayed set of vaUd results " (Emphasis added) 

Applicant respectfully submits that all of the cited an, and in particular the Wasilewski, 
Ginsberg. Wilson et al. and Bowman et al. references, individually and in combination, fail to 
teach or suggest the claimed mvention, 

Wasilewski discloses a pick-list generator for a keyboardless envfronmcm that is driven 
by context-sensitive pop-up displays (see, e.g., column 2. lines 9-51 of Wasilewski) . The 
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Examiner suggests thai Wasilewski discloses applicant's claimed limitaiion relating to the 
display of entries, operators and results; but acknowledges that Wasilewski fails to disclose 
applicant's claim limitations relating to the updating of a 4isplaved result based on the selection 
of an entry . 

Ginsberg discloses a graphical user interface that displays and updates a result based on a 
query entry (see, e.g.. Fig. 1 on page 47 of Ginsberg). Applicant respectfully submits ihat 
Ginsberg , as applied by the Examiner, appears to merely describe navigating up and down a 
lopic/subtopic tree in response to a keyword entry by a user. It, therefore, fails to disclose or 
suggest ' ^displaying a sei of entries ,., [and] updating said displayed sei of entries in response to 
the selected operator," as recited in claim I, whereby the original displayed list of entries 
ayailable to ihe user for selection is updated in response to each of the user's selections. The 
Examiner further acknowledges that Ginsberg and Wasilewski fail alone and in combination 
disclose applicant's claim limiiaiit^ns relating to updating a displayed set of operators based on a 
selected entry 

The Examiner suggests that Wilson et al. discloses ''displaying operators and operands 
and updating (logical) operators to limited possible operators based on a selected attribute or 
entry" (with reference to Figs. 3, 9 and 12, column 2, lines 15 - 20. column 5, lines 58 - 62, 
column 7, Imes 2-6, colimm 10, lines 8-15 and column 18, lines 31 - 36 of Wilson et al V 
Applicant respectfully submits, howeyer, that Wilson et al. fails to disclose or suggest the 
operator updaring limitations as specifically claimed by applicani. 

Wilson et al. discloses an automatic context-organizing query interface including a dialog 
box that presents inter aha selectable field names, selectable field entries and selectable logical 
operators for creating a query (see, e.g., abstract and Fig. 12 of WjlsonjgiaL), Wilson et a|. 
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PAGE 10/13 ' RCVD AT 7/29/2005 S:19:S1 PM (Eastern Daylight rime] * SVR:USPTO-EFXRF-6/27' DNIS:2738300 * CSID:2129407049 * DURATION (inin-ss):07-20 



Jul-29-20D5. 05:29pfn Froni-KATTENMUCHINISREPT 



2129407049 



T-935 P. 011/013 F-865 



<iisclost?$ that the logical operators may be Umiied based on seleciion of a particular field or field 

typ e (see, e.g., column 10. lines S -1 5 and column 1 8, lines 31-36 of Wilson et al.). for 

example, Wilson et al. suggests xhai the types of logical operators appropriately used with a field 

type of *text" may differ widely from the types of logical operators appropriately used with a 

field type of '^accounting numbers". 

Thus, Wilson er al. , as relied upon by the Exanuner, fails to disclose or suggest operators 

being updated on the basis of a selected entry (i.e,, a field value rather than a field or field type), 

and on the basis of the added condition that each operator on the updated operator list can be 

combmed mxh the selected entry and an additional entry in the enuy list to produce an updated 

result. Thus, Wilson et al, as rehed upon by the Examiner, does not teach or suggest 

**updating said set of displayed operators based on said selected entry> wherein said 
updated set of displayed operators includes only those operators fi-om the set of operaiori 
that may be combined in a query with the selected entry and at least one of the set of 
entries from the database to produce at least one valid resuh," as recited in claim I, 
(Emphasis added) 

Applicant respectfully submits that Ginsberg, Wasilewski and Wilson et al. , alone or in 
combination, fail to disclose or suggest these limitations of applicant's claimed step for updating 
the operator hst. 

The Examiner funber acknowledijes that the combination of Ginsberg, Wasilewski and 
Wilson et al. fails to disclose applicant's claim limitations relating to updating the displayed set 
of entries, but suggesr that Bowman et al. discloses a method for ''eliminating inappropriate 
items" (with reference to column 2, line 28 through column 3, line 30, column 4, lines 32 - 35, 
column 9, Imes 42 - 45 and column 12, lines 42 - 67 of Bowman et al) . 

Bowman er al. discloses a search engine that suggests additional search terms based on 
previously selected terms (see, e.g,, abstract of Bowman et al.V Bowman etal/ s method operates 

84iJ5iu73^1 OOC g 
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by maintaining a correlation table tbat indicates tbe frequency with which specific terms have 

a ppeared together in previous queries , thereby reducing ihe chance of yielding a null result, (see, 

e,g, col. 3, lines 6-25 of Bowntan et al.^ 

As such. Bowman et al, . as relied upon by the Examiner, fails to teach or suggest 

'"displaying a set of entries , .[and] updaimp satd displayed set of entries in response to the 
selected operator , wherein s^id updated displayed set of entries includes only those 
entries from the database thai may be combined m a query with the selected entry and the 
selected operator to produce at least one valid result..." 

Applicant respectfully submits ihai Ginsberg, WasilevysjcL Wilson er aL and Bowman et 
ah, alone or in combination, fail to disclose or suggest these limitations of applicant's claimed 
step for updating the entry list. 

Accordingly, applicant submits that, for at least the above-cited reasons, applicant's 
mdependent claim i is not made obvious by the cited references. Applicant substantially repeals 
these arguments TO submit that amended independent claims 1 8, 22, 26, and 27, which disclose 
limitations that are analogous to the cited limitations of claim I, are also nonobvious in view of 
the cited references. Accordingly, applicant subnuts that amended independent claims 1,18, 22, 
26. and 27 are allowable. As claims 2 - 7, 9 - 17, 20, 21 and 23 - 25 each depend from one of 
allowable claims 1.18, and 22. applicant further submits that claims 2 -7, 9 - 17, 20, 21 and 23 
- 25 are also allowable for at least this reason. 

CONCLUSION 

An earnest effon has been made to be fully responsive to the Examinees objections. In 
view of the above amendments and remarks, it is beheved that claims 1 - 7, 9 - 18 and 20 - 27, 
consisting of independent claims 1,18, 22, 26 and 27 and the claims dependent therefrom, are in 
condition for allowance. Passage of this case to allowance is eamesTly solicited. However, if for 
any reason the Examiner should consider this application not to be in condition for allowance, 
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Ihe Examiner is respecifuUy requested lo telephone the undersigned attorney at the number listed 
beloAv prior to issuing a funher Action, 

Any fee due with This paper may be charged on Deposit Account 50-1290. 

Re^gectfully syto^iiied, 




CUSTOMER NUMBER 026304 



Dej/rerT. Ch^T' 
Reg. No. 44.071 ^ 



PHONE: (212)940-S800/FAX: (212)940-8776 
DOCKET No.: 3134/WEICK (08361 5-87S23) 
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